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DETAILED ACTION 

Information Disclosure Statement 

1 . The information disclosure statements submitted are in compliance with the 
provisions of 37 CFR 1.97. Accordingly, the information disclosure statement is being 
considered by the examiner. 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

3. Claims 1,12-19, and 55-61 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Robertson et al, US Patent 6,507,410. 

As per claim 1 , it is taught by Robertson et al of a system for duplicating 
documents of disparate types for facilitating searching of such documents, said system 
comprising storage means for storing at least one original file, each containing no more 
than one original document, said original file being in a first format; processing means 
for determining that said original document is a component document of a compound 
document, extracting said component document from said compound document and 
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storing said component document in said original file; and conversion means for 
converting said original file from said first format to a canonical format thereby 
generating a duplicate file containing a duplicate document of said original document, 
whereby searching of such documents is facilitated (col. 2, lines 13-30 and col. 21, line 
62 through col. 22, line 45). 

As per claim 12, Robertson et al discloses wherein said storage means has a 
directory structure, said component document being stored in said storage means under 
a directory associated with said compound document (col. 17, line 56 through col. 18, 
line 17). 

As per claim 13, Robertson et al teaches of further comprising duplicate storage 
means for storing said duplicate file, said duplicate storage means having a directory 
structure identical to the directory structure of said storage means storing said original 
file (col. 17, line 56 through col. 18, line 17). 

As per claim 14, it is disclosed by Robertson et al wherein said compound 
document includes an additional component document, said processing means further 
for extracting said additional component document from said compound document and 
storing said additional component document in an additional original file in said storage 
means under said directory associated with said compound document in a hierarchical 
format designed to preserve the hierarchical relationship between said component 
document, said additional component document and said compound document (col. 17, 
line 56 through col. 18, line 17). 
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As per claim 15, it is taught by Robertson et al wherein said component 
document and said additional component document are stored in a sub-directory of said 
directory associated with said compound document (col. 17, line 56 through col. 18, line 
17). 

As per claim 16, Robertson et al discloses wherein said canonical format is the 
Portable Document Format (PDF), and further comprising searching means for enabling 
full-text searching of said duplicate documents (col. 18, line 62 through col. 19, line 3). 

As per claim 17, Robertson et al teaches wherein said compound document is an 
electronic mail folder, an electronic mail message having one or more attachments 
thereto, an electronic mail message having one or more additional electronic mail 
messages embedded therein, an execution file or a zip file (col. 17, line 56 through col. 
18, line 17). 

As per claim 18, it is disclosed by Robertson et al of further comprising 
appending means for appending a filename to said original file; and renaming means for 
renaming said duplicate file in a sequenced format based on said filename of said 
original file (col. 21 , line 62 through col. 22, line 45). 

As per claim 19, it is taught by Robertson et al of further comprising selection 
means for enabling selection of said component document from said compound 
document for storage in said storage means (col. 21 , line 62 through col. 22, line 45). 

As per claim 55, Robertson et al discloses of a method for duplicating digital 
documents of disparate types for facilitating searching of such documents, comprising 
the steps of determining whether an original document is a component document of a 
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compound document; if said original document is a component document, extracting 
said original document from said compound document; storing said original document in 
an original file within a computer system, said original file being in an original format; 
and converting said original file from said original format to a canonical format, thereby 
generating a duplicate file containing a duplicate document of said original document, 
whereby the searching of such documents is facilitated (col. 2, lines 13-30 and col. 21, 
line 62 through col. 22, line 45). 

As per claim 56, Robertson et al teaches wherein said step of storing further 
comprises the step of storing said original file and said duplicate file in identical directory 
structures (col. 17, line 56 through col. 18, line 17). 

As per claim 57, it is disclosed by Robertson et al wherein said compound 
document includes an additional component document, and further comprising the 
steps of extracting said additional component document from said compound document; 
and storing said additional component document in an additional original file under a 
directory associated with said compound document in a hierarchical format designed to 
preserve the hierarchical relationship between said component document, said 
additional component document and said compound document (col. 17, line 56 through 
col. 18, line 17). 

As per claim 58, it is taught by Robertson et al wherein said step of storing said 
additional component document further comprises the step of storing said component 
document and said additional component document in a sub-directory of said directory 
associated with said compound document (col. 17, line 56 through col. 18, line 17). 



Application/Control Number: 10/061 ,802 Page 6 

Art Unit: 2131 

As per claim 59, Robertson et al discloses wherein said canonical format is the 
Portable Document Format (PDF), and further comprising the step of enabling full-text 
searching of said duplicate documents (col. 18, line 62 through col. 19, line 3). 

As per claim 60, Robertson et al teaches of further comprising the steps of 
appending a filename to said original file; and renaming said duplicate file in a 
sequenced format based on said filename of said original file (col. 21 , line 62 through 
col. 22, line 45). 

As per claim 61, it is disclosed by Robertson et al of further comprising the step 
of enabling selection of said component document from said compound document for 
file conversion and storage (col. 21, line 62 through col. 22, line 45). 

4. Claims 50-54 and 78-83 rejected under 35 U.S.C. 102(e) as being anticipated by 
Pasieka, US Patent 6,587,945. 

As per claim 50, it is taught by Pasieka of a system for validating the authenticity 
of digital documents of disparate types, comprising storage means for storing a 
duplicate file containing a duplicate document of an original document in an original file 
having an original format, said duplicate file having a canonical format; embedding 
means for embedding notary data associated with said duplicate file within said 
duplicate file; and validation means for authenticating said duplicate file using at least 
said notary data associated with said duplicate file (col. 2, lines 5-26 and col. 10, lines 
10-38). 
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As per claim 51 , Pasieka discloses wherein said embedding means for 
embedding said notary data associated with said duplicate file into said duplicate file 
further comprises creation means for creating a hole in said duplicate file; original 
notarization means for determining said notary data associated with said duplicate file 
by computing a hash value over the contents of said duplicate file excluding said hole; 
and storage means for storing said notary data associated with duplicate file within said 
hole (col. 2, lines 5-26 and col. 10, lines 10-38). 

As per claim 52, Pasieka teaches wherein said validation means further 
comprises extraction means for extracting said notary data associated with said 
duplicate file from said hole; validating notarization means for determining new notary 
data associated with said duplicate file by computing an additional hash value over the 
contents of said duplicate file excluding said hole; and comparison means for enabling 
comparison of said extracted notary data with said new notary data to authenticate said 
duplicate file (col. 2, lines 5-26 and col. 10, lines 10-38). 

As per claim 53, it is disclosed by Pasieka of a system for validating the 
authenticity of an original document from a duplicate document of said original 
document, comprising storage means for storing an original file containing said original 
document and a duplicate file containing said duplicate document, said original file 
having an original format, said duplicate file having a canonical format; embedding 
means for embedding notary data associated with said original file within said duplicate 
file; and validation means for authenticating said original file using at least said notary 
data associated with said original file (col. 2, lines 5-26 and col. 10, lines 10-38). 
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As per claim 54, it is taught by Pasieka wherein said validation means further 
comprises determining means for determining said original file from said duplicate file; 
extraction means for extracting said notary data associated with said original file from 
said duplicate file; notarization means for determining new notary data associated with 
said original file; and comparison means for comparing said new notary data with said 
extracted notary data to authenticate said original file (col. 2, lines 5-26 and col. 10, 
lines 10-38). 

As per claim 78, Pasieka discloses of a method for validating the authenticity of 
digital documents of disparate types, comprising the steps of retrieving a duplicate file 
containing a duplicate document of an original document in an original file having an 
original format, said duplicate file having a canonical format, said duplicate file further 
having notary data associated with said duplicate file embedded within said duplicate 
file; and authenticating said duplicate file using at least said notary data associated with 
said duplicate file (col. 2, lines 5-26 and col. 10, lines 10-38). 

As per claim 79, Pasieka teaches wherein said notary data is embedded into a 
hole within said duplicate file, said notary data being determined by computing a hash 
value over the contents of said duplicate file excluding said hole (col. 2, lines 5-26). 

As per claim 80, it is disclosed by Pasieka wherein said step of authenticating 
further comprises the steps of extracting said notary data associated with said duplicate 
file from said hole; determining new notary data associated with said duplicate file by 
computing an additional hash value over the contents of said duplicate file excluding 
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said hole; and enabling comparison of said extracted notary data with said new notary 
data to authenticate said duplicate file (col. 2, lines 5-26 and col. 10, lines 10-38). 

As per claim 81 , it is taught by Pasieka of a method for validating the authenticity 
of an original document from a duplicate document of said original document, said 
method comprising the steps of retrieving a duplicate file containing a duplicate 
document of an original document in an original file having an original format, said 
duplicate file having a canonical format, said duplicate file further having notary data 
associated with said original file embedded within said duplicate file; and authenticating 
said original file using at least said notary data associated with said original file (col. 2, 
lines 5-26 and col. 10, lines 10-38). 

As per claim 82, Pasieka discloses wherein said step of authenticating further 
comprises the steps of determining said original file from said duplicate file; extracting 
said notary data associated with said original file from said duplicate determining new 
notary data associated with said original file; and comparing said new notary data with 
said extracted notary data to authenticate said original file (col. 2, lines 5-26 and col. 10, 
lines 10-38). 

As per claim 83, it is taught by Pasieka of a duplicate document of an original 
document, comprising at least one page; a footer at the bottom of each said at least one 
page; and a unique sequence number inserted in said footer, said unique sequence 
number including at least a portion of notary data associated with the original document 
to provide a cryptographically secure link between the duplicate document and the 
original document (col. 2, lines 5-26 and col. 10, lines 10-38). 
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Allowable Subject Matter 

5. Claims 2-1 1 ,20-49, and 62-77 are allowed. 

6. The following is a statement of reasons for the indication of allowable subject 
matter: It was not found to be taught in the prior art of a duplicate digital document of 
an original digital document in an original file having an original format; embedded 
original notary data associated with said original file; embedded duplicate notary data 
associated with said duplicate file; and a unique sequence number including at least a 
portion of said original notary data to provide a cryptographically secure link between 
said duplicate file and said original file. 

Conclusion 

7. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Christopher A. Revak whose telephone number is 571- 
272-3794. The examiner can normally be reached on Monday-Friday, 6:30am-3:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Ayaz Sheikh can be reached on 571-272-3795. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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